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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 12, 19-21, 31 and 34 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Richman et al (hereinafter Richman US PAT 6,625,582 B2) . 

Re Claim 1: Richman discloses a method and system for converting a 
designated portion of future social security and other retirement benefit payments to 
current benefits comprising: 

• Determining a value for the lump sum for the participant (Column 1 , lines 
52-59) 

• Paying the lump sum to the participant (Column 3, lines 38-45) 

• Directing the benefits to a participant account (Column 5, lines 39-41) 

• Periodically transferring the received benefits from the participant account 
to a second account (Column 5, lines 49-52). 

Re Claim 12: Richman discloses the method of claim 1 and further discloses 
wherein the non-directly assignable benefits comprise Social Security benefits (Column 
1, lines 43-49). 
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Re Claim 19: Richman discloses the method of claim 1 and further discloses 
wherein the second account is held by a provider of the lump sum (Column 3, lines 46- 
50). 

Re Claim 20: Richman discloses the method of claim 1 and further discloses 
wherein the second account is held by an account provider, the method further 
comprising paying a service fee to the account provider for the second account (Column 
3, lines 51-58) 

Re Claim 21 : Richman discloses the method of claim 20, wherein the service 
fee is paid from the transferred swept benefits (Column 3, lines 51-58). 

Re Claim 31: Richman discloses a method and system for converting a 
designated portion of future social security and other retirement benefit payments to 
current benefits comprising: 

• Determining a value for the loan (Column 3, lines 38-46) 

• Paying the loan to the participant (Fig 2, Ref 32) 

• The participant opening a new account (Column 5, lines 39-42) 

• The participant providing instructions to direct the Social Security benefits 
to the new account (Column 5, lines 49-52); and 

• Periodically transferring the directed benefits from the new account to a 
second account, wherein the second account is held by the provider 
(Column 5, lines 46-59). 
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Re Claim 34: Further system claim would have been obvious to perform 
previously rejected method claim 1 and is therefore rejected using the same art and 
rationale. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2-11, 13-18, 22-30, 32-33 and 35 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Richman . 

Re Claim 2: Richman discloses the method of claim 1 supra but does not 
explicitly disclose wherein determining a value for the lump sum payment for the 
participant includes 

• Inputting participant specific data 

• Inputting criteria data for return goals; and 

• Analyzing the input participant specific data and the criteria data for the 
return goals 

However, Richman does note "Capital is then paid to the beneficiary from the 
funding source at least in part based upon the present value of a designated portion of 
the beneficiary's future retirement payments. (Column 5, lines 53-56)" It was well 
known in the art that retirement payments are unique to an individual, and vary in terms 
of the benefit received, allocation ect. It therefore would be obvious to anyone skilled in 
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the ordinary art at the time of invention to conclude that participant specific data related 
to the retirement benefits would have to be inputted since the loan is based upon the 
individual's future benefits. Since each individual has different future benefits, each 
loan would have to be customized. Richman also discloses that the loan may be used 
to obtain an asset such as a mutual fund or health insurance (Column 3, lines 23-24). It 
was further well known in the art and therefore obvious that a participant investing in an 
asset such as a mutual fund would have criteria for a return goal. This is essentially 
why they are opting for a present value loan; so that they can achieve a higher return on 
their money than their current retirement money is earning. Furthermore, an analysis of 
this information would be pertinent so that the participant can see the effects of the new 
investment and make determinations for the future. 

Re Claim 3: Richman discloses the method of claim 2, supra and while not 
explicitly disclosing wherein the participant specific data includes at least one selected 
from a group consisting of age, health, life expectancy information, credit, and financial 
information, Richman does state that the loan is based at least in part on the present 
value of future retirement benefits (Column 3, lines 42-43). It was well known in the art 
at the time of invention that many retirement benefits are paid for the duration of the 
participant's life. Since the loan is based on these benefits, it would be obvious to 
someone skilled in the ordinary art that factors such as age and health, which affect the 
cumulative benefit paid to the participant would be appropriate data to include in an 
estimation of the present value of the benefits. Everything else being equal, a healthy 
person in their 50's, is more likely to receive more total benefit than an older participant 
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and therefore might be eligible for a higher loan, since the loan issuer has a higher 
likelihood of being repaid. 

Re Claim 4: Richman discloses the method of claim 2 and while not explicitly 
disclosing wherein the participant specific data includes at least one selected from a 
group consisting of earnings history, expected future earnings, and social security 
benefits, the loan disclosed by Richman is based at least in part on future retirement 
benefits of the individual participant (Column 3, lines 42-43). It was well known in the 
art and therefore obvious that retirement benefits are often based upon the earnings 
history of the participant, and therefore it would have been necessary for the loan issuer 
to have this data in order to formulate an appropriate loan based on these future 
benefits. 

Re Claim 5-7: Richman discloses the method of claim 2 and while not explicitly 
disclosing wherein the participant specific data includes marital status information for 
the non-directly assignable benefits, spousal benefits information, widow benefits 
information and spousal Social security information, it would have been obvious to 
include this to the disclosure of Richman since many retirement benefits are directed to 
a spouse in the event that that the participant should die. The life expectancy of the 
spouse would therefore become a factor in the total amount of future benefit expected, 
and therefore the total amount of the present value loan, even if the direct participant is 
not expected to be alive for a long time. 
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Re Claim 8: Richman discloses the method of claim 2 and further discloses 
wherein the participant specific data includes retirement information (Column 3, lines 
42-43). 

Re Claim 9: Richman discloses the method of claim 8 but does not explicitly 
disclose wherein the retirement information includes information related to one selected 
from a group of early retirement, normal retirement and delayed retirement. However it 
would have been obvious to anyone skilled in the ordinary art at the time of invention to 
include these to the disclosure of Richman because the time of retirement affects the 
total expected future benefit of the participant and therefore would effect the amount of 
the potential loan. A person who opts for early retirement will receive benefits for a 
longer period of time than someone who has a delayed retirement (assuming they are 
expected to live to be the same age). Therefore the total benefit may be higher to the 
early retiree and they may obtain a larger loan, since the loan issuer has a greater 
expectancy of being paid the higher balance. 

Re Claim 10: Richman discloses the method of claim 2 but does not explicitly 
disclose wherein the criteria data for return goals includes at least one selected from a 
group consisting of target rate of return, overhead and direct cost assumptions, 
borrowing costs and leverage, reinsurance or credit enhancement, future inflation 
assumptions, cost of living adjustment assumptions, credit loss experience, fraud loss 
experience, and mortality loss experience. However Richman does note that an 
objective of the invention is to better allocate retirement benefits, since they are often 
time insufficient (Column 1 , lines 43-49). It would be obvious then, for anyone skilled in 
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the ordinary art at the time of invention, to project return goals based on their future 
needs. The overall return goal would be influenced by a number of different factors 
including the well-known ones listed. If these factors were not taken into consideration, 
the participant would not be maximizing their investment and could also risk not having 
enough assets to cover future expenses. 

Re Claim 11: Richman discloses the method of claim 2 but does not explicitly 
disclose wherein the input participant specific data and the criteria data for return goals 
include at least one selected from a group consisting of total sized of benefit payments, 
maturity of loan or advance, assumed interest rate and effect of cost of living 
adjustments. However these are the types of variables that factor into any loan 
agreement, so that the loan issuer has an expectation of return payment and the loan 
recipient has an idea of the amount of loan they will need looking forward. It would 
have been obvious to anyone skilled in the ordinary art at the time of invention to 
include these variables so that both parties to the loan can reach an acceptable 
agreement, without one being exposed to too high a degree of risk. 

Re Claim 13-14: Richman discloses the method of claim 1 but does not explicitly 
disclose wherein the account is a minimum fee account or a non-interest bearing 
account. However these types of accounts were well known and popular and it 
therefore would have been obvious to anyone skilled in the ordinary art at the time of 
invention to adapt the method of Richman to include these teachings so that a 
participant could utilize an account type that they are familiar with, or simply prefer. 
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Re Claim 15-17: Richman discloses the method of claim 1 and while not 
explicitly disclosing the step wherein the received benefits in the participant account are 
transferred to the second account daily, Richman does disclose that the funds are 
directed on a regular basis (Column 3, lines 46-50). It would have been obvious to 
anyone skilled in the ordinary art that a regular basis would include daily, weekly, or 
monthly transfers and even transfers on a preselected day. 

Re Claim 18: Richman discloses the method of claim 1, but does not explicitly 
disclose where the second account is a bankruptcy remote account. However it would 
have been obvious to anyone skilled in the ordinary art at the time of invention to adapt 
the secondary account to any type of account that was appropriate to the terms of the 
agreement. A bankruptcy remote account is well known in the art and would have been 
obvious to include in the appropriate situation. 

Re Claims 22-24: Richman discloses the method of claim 1 , and while not 
explicitly stating how the contents of the second account are distributed, it would be 
obvious to anyone skilled in the ordinary art at the time of invention to leave this to the 
discretion of the second account holder and in line with the terms of the agreement. 
The method is set up to pay off a loan and therefore would be reasonable to assume 
that this would be accomplished. 

Re Claim 25: Richman discloses the method of claim 24 but does not explicitly 
disclose the step wherein the at least one service provider is one selected from a group 
consisting of a financial planner, a financial advisor, an estate planner, an insurance 
agent, an insurance advisor, a lawyer, a certified public accountant, and a broker. 
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However Richman does use the general term of "service provider" and it was well 
known in the art at the time of invention for an individual setting up retirement accounts 
to consult professionals in order to aid in the process, including financial advisors, 
lawyers and brokers. It would have been obvious to anyone skilled in the ordinary art to 
include this teaching to the disclosure of Richman so that these service providers can 
be compensated directly from the single account, making the process more efficient. 

Re Claim 26: Richman discloses the method of claim 24 and further discloses 
wherein the at least one service provider is a provider of the lump sum payment 
(Column 3, lines 46-50). 

Re Claim 27-28: Richman discloses the method of claim 1 but does not explicitly 
disclose wherein the lump sum payment comprises one selected from a group 
consisting of recourse loan proceeds, limited recourse loan proceeds, and non-recourse 
loan proceeds, as well as a non-recourse advance. However Richman defines the 
payment with the broad term of "benefit." It would have been obvious to anyone having 
ordinary skill in the art at the time of invention to interpret this broad term to incorporate 
common types of loan payments, including the claimed limitations, since these were 
popular types of loans and would be preferable to a large number of loan recipients. 

Re Claim 29: Richman discloses the method of claim 1 but does not explicitly 
disclose the step of determining whether to approve payment of the lump sum payment 
to the participant, however this step would have been obvious to anyone skilled in the 
ordinary art of loan processing. The loan issuer always has final say as to whether to 
issue the loan. If there are too many risks that the issuer does not want to take on, they 
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would decline to issue the loan for fear of default. Furthermore the system of Richman 
demands that the loan is based in part on the of a future retirement payment (Column 3, 
lines 42-43), and it would then follow that if an individual had no future retirement 
payments that they could not receive a loan and would therefore be declined. 

Re Claim 30: Richman discloses the claimed method supra and while not 
explicitly disclosing if a determination is made to approve payment of the lump sum 
payment to the participant, transmitting approval information to the participant, this step 
would have been obvious to anyone skilled in the ordinary art at the time of invention so 
that the participant has a record of the agreement for their own personal records and 
will also know where their future benefits are being directed. 

Re Claims 32-33: Richman discloses the claimed method supra but does not 
explicitly disclose wherein the loan is one selected from a group consisting of a non- 
recourse loan, a recourse loan, and a limited recourse loan and wherein the loan is 
selected from a group of a non-recourse advance, a recourse advance and a limited 
recourse advance, however these types of loans and advances were common and well 
known in the art at the time of invention and it would have been obvious to anyone 
skilled in the ordinary to include these types to the method of Richman so that 
participants desiring a particular type of loan or advance can be satisfied. 

Re Claim 35: Richman discloses a method and system for converting a 
designated portion of future social security and other retirement benefit payments to 
current benefits comprising: 
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• A lump sum processing server couple to a network, the lump 
sum processing server for receiving an analyzing data (Fig 1, 
20); 

• A financial institution server coupled to the network (Fig 1 , 20, 
22) 

• An underwriting server coupled to the network (Fig 1, 23 
"service provider") 

Richman does not explicitly disclose each and every function of the system 
components listed above, however the further system claims would have been obvious 
to perform the previously rejected method claims 1-11 are therefore rejected using the 
same art and rationale. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M. Harbeck whose telephone number is 571- 
272-8123. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 571-272-6799. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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